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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 17, 2004 has been entered. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harding (US 5705144) in view of Forestier et al. (US 5302376) ("Forestier"). 

Harding teaches a cosmetic composition comprising retinoid and a dioc acid. 
See abstract. The reference teaches "co-formulation with a sunscreen enhances the 
photo-stability and activity of retinal or its derivative within the formulation and also 
prevent further actinic damage to all epidermal cells". See col. 2, lines 51 - 62. The 
reference teaches using 0.5 - 5 % by weight of the retinoid. See col. 3, lines 10-14; 
instant claim 3. See col. 6, line 45 - col. 8, line 1 1 for useful sunscreens including 
Benzophenone -3, octyl salicylate, octyl methoxy-cinnamate. See instant claims 6-10. 

Harding fails to teach benzene-1, 4-bis (3-methyldidene-10-camphorsulphonic 

acid). 



Application/Control Number: 09/978,027 Page 3 

Art Unit: 1617 

Forestier teaches a cosmetic emulsion comprising benzene-1 , 4-bis (3- 
methyldidene-10-camphorsulphonic acid) as the active UV screening agent. See 
abstract. The reference teaches using 0.1-10 % of the UV screening agent by weight of 
the emulsion. See col. 3, line 61 - col. 4, line 5; instant claim 4. The reference teaches 
o/w emulsion. See col. 4, lines 6 - 10; instant claim 5. The reference teaches that the 
screening agent provides sufficient screening for sensitive skin, and produces high sun- 
protection at low concentration. See col. 2, lines 2, and lines 1 -24. The reference 
also teaches that the composition is advantageous in that it is thermally and 
photochemically stable, not toxic and harmless to the skin. See col. 2, lines 64 - 68. 
Examiner views that the recited stability of retinoid is a resulting physical property of the 
obvious variation of the prior arts. Neither Harding or Forestier teaches using histidine 
in the compositions. See instant claims 17 and 18. 

Given the general teaching of stabilizing retinoid by adding sunscreen agent in 
Harding, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have looked to the prior art such as Forestier for specific sun 
screening agent. The skilled artisan would have been motivated to modify the 
composition of Harding by adding benzene-1, 4-bis (3-methyldidene-10- 
camphorsulphonic acid) as taught by Forestier because of an expectation of 
successfully producing a stable retinoid composition. The motivation to add the specific 
sun screening agent is found in the teachings of the Harding reference and particularly 
in Forestier reference which teaches that the camphor derivatives exhibits high sun- 
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2. Claims 1-10 and 12-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boussouira (EP 2779060) in view of Forestier et al. (US 
5302376) ("Forestier"). 

Boussouira teaches a cosmetic composition comprising retinol and histidine. 
See abstract; English equivalent (US 6358514 B1). The reference teaches that it is well 
known in the art to add sunscreen agent "to reinforce the stability" of the retinoid- 
polyamino polymer combination by "limiting the harmful action of UV on the retinoid". 
See instant claim 16. The reference teaches using camphor derivatives among other 
sunscreens, and particularly mentions benzene-1, 4-bis (3-methyldidene-10- 
camphorsulphonic acid), which meets formula (I) of instant claims. See Boussouira, p. 
8, line 35 - p. 9, line 19; '514 patent, p. 7, line 52 - col. 8, line 13. The reference 
teaches using 0.0001 - 10 % by weight of retinoid. See Boussouira, p. 9, line 38 - p. 
10, line 3; '514 patent, col. 8, lines 36 - 43. The reference also teaches o/w emulsion 
form of the invention. See Boussouira, Example 2. The reference teaches the claimed 
method of treating and preventing photoinduced aging skin by applying a composition 
comprising retinoid. See Boussouira, p. 1, lines 2 - 35; '514 patent, col. 1, lines 17 - 
44. The reference further teaches adding additional sunscreen to reinforce the stability 
of the retinoic with the polyamino polymer by limiting the harmful action of UV on the 
retinoid. See col. 7, lines 52 - col. 8, line 13. 2-ethylhexyl p-methoxycinnamate, 
salicylic derivatives, triazine derivatives, and 2-hydroxy-4-methoxybenzophenone are 
taught. See instant claims 6-10. 
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The reference fails to teach the amount of benzene-1, 4-bis (3-methyldidene-10- 
camphorsulphonic acid) to be used in the composition. 

Forestier teaches a cosmetic emulsion comprising benzene-1, 4-bis (3- 
methyldidene-10-camphorsulphonic acid) as the active UV screening agent. See 
abstract. The reference teaches using 0.1-10 % of the UV screening agent by weight of 
the emulsion. See col. 3, line 61 - col. 4, line 5; instant claim 4. The reference teaches 
o/w emulsion. See col. 4, lines 6-10; instant claim 5. The reference teaches that the 
screening agent provides sufficient screening for sensitive skin, and produces high sun- 
protection at low concentration. See col. 2, lines 2, and lines 1 - 24. The reference 
also teaches that the composition is advantageous in that it is thermally and 
photochemically stable, not toxic and harmless to the skin. See col. 2, lines 64 - 68. 
Examiner views that the recited stability of retinoid is a resulting physical property of the 
obvious variation of the prior arts. 

Given the general teaching of stabilizing retinoid by adding sunscreen agent in 
Boussouira, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to have looked to the prior art such as Forestier for specific sun 
screening agent and the amount to use. It would have been obvious to the skilled 
artisan to formulate the Boussouira composition by using 0.1-10 % of benzene-1, 4-bis 
(3-methyldidene-10-camphorsulphonic acid) as motivated by Forestier because a) both 
references teaches using the same UV screening agent in topical o/w emulsions; and b) 
Forestier teaches that the camphosulphonic acid derivative provides high sun-protection 
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at low concentration, and photochemical and thermal stability, and is suitable for 
sensitive skin. 

Response to Arguments 

Applicants arguments with respect to claims 1-18 have been considered but are 
unpersuasive in part and moot in view of the ground of new rejections. 

Applicants' arguments regarding the anticipatory rejection made over Boussouira 
is moot in view of the claim amendment made by applicants. 

Regarding the rejection made under 35 U.S.C. § 103 (a) over Harding (US 
5705144) in view of Forestier et al. (US 5302376), applicants assert that Harding fails to 
teach, suggests or recognizes that UVA sunscreens can degrade retinol. However, the 
basis of the present invention is whether the claimed composition and method is novel 
or nonobvious over the prior arts; rather than what the prior arts failed to recognize. In 
this case, the collective teachings of the reference provide sufficient motivation to 
combine retinol and the camphorsulphonic acid derivative specifically to stabilize retinol 
with the UV screening agent. In this case, the motivation to combine the references is 
found as the Harding reference specifically teaches to use retinol with a sunscreen to 
"enhance the photo-stability or its derivative", and the Foresitier reference teaches the 
photostability of the specific camphorsulphonic sunscreen compound. Rejection is thus 
viewed proper. 

Conclusion 

No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gina C. Yu whose telephone number is 571-272-0635. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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